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Claims 1,4-9,11,13,14,16-17,19 and 23-25 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. The recitation in claim 
1 7 that the mandrel body has one of the depicted configurations is improper since 
claims cannot refer to drawings (see 37 CFR 1 .58). The recitation in claim 16 that the 
mandrel body has shape selected from the group consisting of configuration 2,3,4,5,6 or 
7 is indefinite since it is unclear what the configuration encompasses. Claims 1,9,16- 
17,19,23,24 are confusing since it is unclear whether applicant is claiming combination 
of mandrel and stent especially in view that dependent claims refer to mandrel or 
support and not the combination of the stent and mandrel/support. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 



Application/Control Number: 10/750,312 Page 2 

Art Unit: 1734 

Claims 16-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The recitation in claim 17 that the mandrel body has 
one of the depicted configurations is improper since claims cannot refer to drawings 
(see 37 CFR 1.58). The recitation in claim 16 that the mandrel body has shape selected 
from the group consisting of configuration 2,3,4,5,6 or 7 is indefinite since it is unclear 
what the recited configuration encompasses. Claims 1,9,16-17,19,23,24 are confusing 
since it is unclear whether applicant is claiming combination of mandrel and stent 
especially in view that the dependent claims refer to the mandrel or support and not the 
combination of the stent and mandrel/support. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1,4-5, 9, 11, 13-14, 16-19 and 23-25 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Hattler et al 4,846,791 . 

Hattler et al teaches the design of a mandrel as depicted in Figures 3 and 
Figures 12-13 supporting a catheter or stent comprising a mandrel body capable of 
being inserted at least partially into a longitudinal bore of a stent, wherein the mandrel 
body having a shape within the scope of the claims 16-17. Hattler et al is capable of 
support the catheter or stent during application of coating thereon since it teaches every 
positively claimed element of the apparatus. Note it has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does 
not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). With respect to claim 
23, Hattler et al teaches in drawings which include Figures 12-13 a mandrel to support a 
catheter or stent comprising: a member to penetrate at least partially into a longitudinal 
bore of a stent, the member including outwardly projecting integral walls disposed 
around the circumference of the mandrel, wherein each of the walls converge with its 
neighboring wall at an angle. Hattler et al is capable of supporting a catheter or stent 
during application of coating thereon since it teaches every positively claimed element 
of the apparatus. Note it has been held that a recitation with respect to the manner in 
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which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ 2d 1647 (1987). With respect to claim 18, Hattler et al 
teaches in drawings which includes Figures 15a and 16 a mandrel to support a catheter 
or stent comprising: a member to penetrate at least partially into a longitudinal bore of a 
stent, the member including 3 pairs of opposing parallel sides (the opposing sides from 
the opposing triangles of the above cited mandrels). Hattler et al is capable of support 
the catheter or stent during application of coating thereon since it teaches every 
positively claimed element of the apparatus. Note it has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does 
not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). With respect to claim 
19, Hattler et al teaches as depicted in the drawings which includes Figure 16 the 
design of a mandrel to support a catheter or stent comprising: a member to penetrate at 
least partially into a longitudinal bore of a stent during the application of a coating 
substance, the' member including 6 sides and each side wall surface is non-parallel with 
its neighboring side wall surface. Hattler et al is capable of support the catheter or stent 
during application of coating thereon since it teaches every positively claimed element 
of the apparatus. Note it has been held that a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ 2d 1647 (1987). With respect to claims 9, 11 and 13-14, 
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Hattler et al teaches the mandrel extends the entire length of the catheter or stent (see 
column 4 lines 64-66). Hattler et al shows the mandrel is comprised of a member 
including integrally formed walls that have a shape and length within the scope of the 
claims (see Figures 12-13 and 16). Hattler et al is capable of supporting the catheter or 
stent during application of coating thereon since it teaches every positively claimed 
element of the apparatus. Note it has been held that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). With respect to claims 1,4-5 
and 24-25, Hattler et al shows as depicted in Figures 1-3 a stent mandrel support 
supporting a catheter or stent comprising: a first member (protrusions arranged at one 
end of the mandrel) to contact a first end of the stent; a second member (protrusions 
arranged at the opposite end of the mandrel) to contact a second end of the stent; and a 
third member connecting the first member to the second member and extending through 
a longitudinal bore of the stent, the third member having at least least three walls 34 
and these wall 34 are shaped and/or sized to substantially prevent a coating from being 
formed on a luminal surface of the catheter or stent. Hattler et al shows the third 
member has a plurality if spikes and these spikes contact the luminal surface. Hattler et 
al teaches the divider extends the entire length of the catheter or stent (see column 4 
lines 64-66). Hattler et al is capable of support the catheter or stent during application of 
coating thereon since it teaches every positively claimed element of the apparatus. Note 
it has been held that a recitation with respect to the manner in which a claimed 
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apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 
USPQ 2d 1647(1987). 

Claims 6-8 and 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hattler et al. 

Hattler et al is applied for the reasons noted above. Hattler et al fails to teach the 
cross-section of the third member is within the scope of claims 7-8. Hattler et al teaches 
the third member can have shapes other than triangular such as cross-shaped or star- 
shaped. However, it would have been obvious to modify the Hattler et al mandrel by 
providing the third member with a shape within the scope of claims 7-8 since Hattler et 
al teaches the third member can have shapes other than triangular such as cross- 
shaped or star-shaped obviously to provide greater support of the catheter or stent. 
With respect to claim 6, Hattler et al fails to teach that the spikes do not contact the 
luminal of the stent or catheter. Hattler et al teaches that the geometry of the divider 
may or may not require protrusions to provide support necessary to prevent collapse of 
the lumen within the catheter or stent. Therefore it would have been obvious to modify 
the Hattler et al mandrel such that the spikes of the third member do not have to touch 
or contact the luminal of the stent as long as the number of protrusions on the third 
member are sufficient to prevent collapse of the luminal within the catheter or stent for 
the obvious reason of providing a plurality of discrete support points - enable one to 
provide continued support for the catheter despite wear of the one of the discrete 
protrusions. With respect to claims 20-22, Hattler et al teaches as depicted in the 
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drawings which include Figure 3 the design of a mandrel to support a catheter or stent 
comprising: a core section having at least three sides and a wall extending from each of 
the sides in an outwardly direction. Hattler et al shows the walls are triangular in cross 
section and core have a shape within the scope of the claims. Hattler et al fails to teach 
that the core is solid and the wall is coupled to and extending from each of the sides in 
an outwardly direction. However, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to construct the mandrel by coupling a wall 
to each of the sides of the Hattler et al core section since it has been held that 
constructing a formerly integral structure in various elements involves only routine skill 
in the art. Nerwin v. Erlichman, 168 USPQ 177,179. Further, Hattler et al teaches at 
column 6 lines 66-67 that the divider can be either hollow or solid. Therefore, it would 
have been obvious given the modified Hattler et al apparatus as discussed above to 
construct the core section as a solid core section rather than a hollow core section since 
Hattler et al teaches at column 6 lines 66-67 that the divider can be either hollow or 
solid and obvious to do so to increase the structural stability of the mandrel. Hattler et al 
is capable of support the catheter or stent during application of coating thereon since it 
teaches every positively claimed element of the apparatus. Note it has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 

Applicant's arguments filed 2/1/2006 have been fully considered but they are not 
persuasive. Applicant's argument that Hattler et al fails to teach a stent mandrel support 
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supporting a stent is found to be non-persuasive. Hattler et al mandrel is capable of 
supporting a stent since it teaches all the claimed structural elements of the mandrel set 
forth in the body of the claim, that is, a first member to contact a first end of the 
substrate, a second member to contact a second end of the substrate, and a third 
member connecting the first member to the second member and extending through a 
longitudinal bore of the substrate, the third member shaped and/or sized to eliminate or 
substantially prevent a coating from being formed on a luminal surface of the substrate 
during application of a coating substance to the substrate. Note it has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 
"[Apparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990). Further, it is noted that the American Heritage Dictionary of the English 
Language, Fourth Ed. (2000) defines a stent as "a slender thread, rod, or catheter 
inserted into a tubular structure, such as a blood vessel, to provide support during or 
after anastomosis." Applicant's argument that Hattler et al is non-analogous art in that it 
is not directed to a stent mandrel support supporting a stent for use during coating is 
found to be non-persuasive. Hattler et al shows a divider supporting a hollow tube to be 
inserted in a vessel within the body (catheter) as shown in Figure 1 thereby reading on 
the applicant's claimed mandrel. Further, it is noted that the American Heritage 
Dictionary of the English Language, Fourth Ed. (2000) defines a stent as "a slender 
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thread, rod, or catheter inserted into a tubular structure, such as a blood vessel, to 
provide support during or after anastomosis." Finally, the Hattler et al mandrel is 
capable of holding the hollow tube such as a stent or catheter during coating since it 
teaches every claimed element of the apparatus/mandrel. Note it has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 
"[Apparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990). Applicant's argument that the rejection of claims 16-17 under 35 USC 112, 
second paragraph is disagreed with since incorporating the figures into claim 17 is not 
improper and is more practical, precise and definite than words and referring to 
configurations such as set forth in claim 16 which in turn refers in the specification to 
drawings is definite not indefinite since applicant is entitled be his or her own 
lexicographer is found to be non-persuasive. It is noted that MPEP 2173.05 states that 
incorporation by reference to a specific figure is permitted only in exceptional 
circumstances where there is no practical way to define applicant's invention in words 
and where it is more concise to incorporate the reference than duplicate a drawing or 
table into the claim. The examiner notes the specification describes each of the 
configuration using words at pages 17-20.Therefore, in contrast to applicant's 
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arguments, there is a practical way to describe the invention, different configurations of 



the mandrel body, in words and therefore, the examiner maintains that the inclusion of 
the drawings in claim 1 7 to depict the shape of the mandrel body is improper (see 37 
CFR 1 .58). Further, although the examiner agrees that applicant can be his or her own 
lexicographer, the examiner maintains that claim 16 is indefinite since it unclear what 
the claim encompasses, that is, it fails to clarify the metes and bounds of the claim. For 
example, applicant refers to configuration 2 as depicted in figures which include Figure 
5A and it is unclear when applicant claims the mandrel body has the shape of 
configuration 2 whether applicant intends to claim that the angle of the inclined side of 
the vertically oriented upper spike with respect to a normal to the horizontal axis which 
passes through the center of the star and the peaks of the horizontal spikes is about 
1 7.5 degrees or not. See the drawing below: . 



Applicant's argument that Figures 15a and Figure 16 fails to include 3 pairs of 
opposing parallel sides is found to be non-persuasive. The examiner maintains that 




52 



FIG. 5A 
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drawings 15a and 16 include at least 3 pairs of opposing parallel sides as depicted 
below. 7^ Qfc Iwtft 3 fl>o« «f 




Impair - 
3^0^- e,f 




Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication should be directed to Brenda A. 
Lamb at telephone number (571 ) 272-1231 . The examiner can normally be reached on 
Monday-Tuesday and Thursday-Friday with alternate Wednesday off. 




Brenda A Lamb 
Examiner 
Art Unit 1734 



